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DETAILED ACTION 

1 . This is in response to the petition to withdraw holding of abandonment under 37 
CFR 1 .181 . Claims 1-20 are pending and have been considered below. 



Response to Arguments 

2. Applicant's arguments filed April 25, 2008 have been fully considered but they 

are not persuasive. 

Applicant argued that" Imai fails to teach or suggest a sheet, on which the 
encrypted image Is formed, having one or a plurality of memories in which the 
encryption key is written. Thus, Imai fails to teach or suggest, for example, at 
least the following elements of claim 1 : 

i. an image forming apparatus including an acquisition unit for acquiring an 
image signal, and an image forming unit for forming an image based on 
the image signal acquired by said acquisition unit on a sheet having one 
or a plurality of memories; 

ii. a writing unit for writing the encryption key into the memory on said 

sheet having one or a plurality of memories; and 

ill. said image forming unit forms an image based on the image signal 

encrypted by said encrypting unit on said sheet having one or a plurality of 

memories" 



Application/Control Number: 1 0/731 ,606 Page 3 

Art Unit: 2136 

The examiner submits as disclosed by the previous office action, the examiner 
relied on Monroe et al to disclose such feature see (column 1 , lines 50-60,; 
column 2, lines 25-35; column 4, lines 32-40). 
Regarding Imai failing to disclose: 

an image forming apparatus including an acquisition unit for acquiring an 
image signal, and an image forming unit for forming an image based on 
the image signal acquired by said acquisition unit on a sheet having one 
or a plurality of memories 
The examiner respectfully disagrees and submits that Monroe el al discloses: an 
image forming apparatus including an acquisition unit for acquiring an image 
signal(f/7e step of acquiring personal video information for a user of an 
identification card) (see column 1, lines 50-60; column 2, lines 25-33), and an 
image forming unit for forming an image based on the image signal acquired by 
said acquisition unit on a sheet having one or a plurality of memories(co/u/77n 2, 
lines 25-33; Fig .2 , item 36); 
Regarding Imai failing to disclose: 

ii. a writing unit for writing the encryption key into the memory on said 
sheet having one or a plurality of memories; and 

iii. said image forming unit forms an image based on the image signal 
encrypted by said encrypting unit on said sheet having one or a plurality of 
memories" 

The examiner respectfully disagrees and submits that Monroe et al discloses: 
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ii. a writing unit for writing tlie encryption key into tine memory on said slieet 
having one or a plurality of memories(c//g/f/z/ngf the acquired video information for 
storage in card 's memory means) (column 1, lines 50-60); and 

iii. said image forming unit forms an image based on tine image signal encrypted 
by said encrypting unit on said sheet having one or a plurality of 
memories(co/umn 4, lines 59-65)" 

Applicant also argued that "Monroe fails to make up for the deficiencies of Imai. 
As discussed at the cited portion, Monroe discloses a "smart card," which 
"comprises a plate 32 including a magnetic stripe 34 for magnetically storing data 
and an integrated circuit," which comprises an EEPROM memory chip with a 
microprocessor." The card serves as "a memory storage device for storing fake- 
proof video information data for later retrieval." 
Monroe fails to teach or suggest at least the following: 

(i) an encryption key creating unit for creating an encryption key when said 
acquisition unit acquires an image signal; 

(ii) an encrypting unit for encrypting the image signal with the encryption 
key created by said encryption key creating unit; 

(iii) a writing unit for writing the encryption key into the memory on said 
sheet having one or a plurality of memories; and 

(iv) said image forming unit forms an image based on the image signal 
encrypted by said encrypting unit on said sheet having one or a plurality of 
memories" 
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The examiner respectfully disagrees and submits that the combined teaching of 
Imai and Monroe et al discloses every feature of claim 1 as discussed above. 
Applicant also argued that "Monroe does not disclose or suggest writing an 
encryption key into a memory on a sheet, as described in claim 1 of the present 

application" 

The examiner respectfully disagrees and submits that Monroe et al discloses 
writing an encryption key into a memory on a sheet (column 1, lines 50-60); 
Applicant argued that "Imai does not disclose or suggest "writing an encryption 

key into a memory on a sheet" of claim 1" 

The examiner respectfully disagrees and submits that in addition of Monroe et al 
disclosure of such feature, Imai also discloses writing an encryption key into a 
memory on a sheet(see column 3, lines 22-33). 

Therefore, the examiner the examiner submits that the combined teaching of 
Imai in view of Monroe et al discloses such feature. 
Regarding claim 2, the examiner maintains the rejection based on the same 
rational as applied to claim 1 above, and therefore maintains the rejection. 
Regarding claim 3, the examiner maintains the rejection based on the same 
rational as applied to claim 1 above, and therefore maintains the rejection. 
Regarding claims 5-11 and 14-20, the examiner maintains the rejection based on 
the same rational as applied to claim 1 above, and therefore maintains the 
rejection. 
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Regarding claims 7 and 16, applicant argued "It is not seen where the cited 
combination discloses that the image forming unit forms the number of times (the 
decrypted image is formed on a sheet) in a visually inconspicuous form within a 
region where the image is formed, as claimed herein" 

The examiner respectfully disagrees and submits that Harada et a! discloses that 
said Image forming unit forms the number in a visually inconspicuous form 
whining a region where the image is formed((the condition storage unit shows a 
permitted playback number of time)(paragraph [0024], [0214]-[0240]). 
Regarding claims 10 and 19, Applicant argued "Further with respect to claims 10 
and 19, it is not seen where the combination of Imal, Monroe and Harrada 
disclose an apparatus wherein the information read by said memory reading unit 
includes one or a plurality of identifiers of image forming apparatus, as claimed 
herein. There Is not even a hint of a suggestion for storing an identifier of the 
Image forming unit In the cited prior art combination". 

The examiner respectfully disagrees and submits that Harada et al discloses that 
he information read by said memory reading unit includes one or a plurality of 
Identifiers of Image forming apparatus(see paragraph [0025] the Identifier been 
permitted playback number of times, permitted playback period etc.). 
Regarding claims 1 1 and 20, Applicant argued that "Also, with respect to claims 
1 1 and 20, it is not seen where the combination of 
Imai, Monroe and Harada et al disclose an apparatus wherein the memory 
reading unit includes a code and an input code is compared with the code in 
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memory to determine wlietlier to decrypt tine image signal. The Examiner refers 
to permissive conditions set fortli in Harada for malting tine decrypted image, 
however, those conditions fail to include a code. They merely refer to permissive 
numbers of copies or permissive periods for making copies and the like" 
The examiner respectfully disagrees and submits that Harada et al discloses 
such feature (see paragraphs [0306]-[0310]). 
It appears that Applicant is arguing the references individually as opposed to their 
combination. It should be noted that one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413,208 USPQ 871 (CCPA 1981); In re Merck & CO., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

To the extent that the response to the applicant's arguments, may have mentioned new 
portions of the prior art references which were not used in the prior office action, this 
does not constitute new a new ground of rejection. It is clear that the prior art reference 
is of record and has been considered entirely by applicant. See In re Borer, 363 F.2d 
455, 458 n.2, 150 USPQ 441, 4441 n.2 (CCPA 1966) and In re Bush, 296 F.2d 491,496, 
131 USPQ 263,267 (CCPA 1961). 

The mere fact that additional portions of the same reference may have been mentioned 
or relied upon does not constitute new ground of rejection. In re Meinhardt, 392, F.2d 
273,280, 157 USPQ 270,275 (CCPA 1968). 

In light of the above, the claims remain rejected and this office action made final. 
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Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Imai (US 5,512,977) in view of Monroe et al (US 5,268,963). 

Claim 1 : Imai discloses a copying machine capable of prohibiting illegal copying 

of document comprising: 

i. An encryption key-creating unit for creating an encryption key when 
acquisition unit acquires an image signal (encryption generating means 
capable of generating an encryption key) (column 2, lines 15-17); 

ii. An encrypting unit for encrypting the image signal with the 
encryption key created by said encryption key creating unit (encryption 
generating means capable of generating an encryption key for enciphering 
the information read by information reading means) (column 2, lines 15- 
20); 

ill. A writing unit for writing the encryption key into memory on said 
sheet having one or a plurality of memories (and an Information writing 
means writing the information enciphered on memory) (column 2, lines 20- 
25), 
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iv. Wherein said image said image forming unit forms an image based 
on the image signal encrypted by said encryption unit on said sheet 
having one or a plurality of memories (column 2 lines 5-25). 
But does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses of a sheet 
(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to include a sheet having one or a plurality of 
memories in the copying machine of Imai . One would have been motivated to 
include a memory card in order to store secure data. 

Claims 2, 12: Imai and Monroe et al disclose a copying machine capable of 
prohibiting illegal copying of document as in claim 1 above, and further 
comprising: 

V. An image-reading unit for reading the image formed on said sheet 

having one or a plurality of memories (information reading means for 
reading the information from the first or fourth medium) (column 2, lines 
13-15); 

vi. A memory-reading unit for reading encryption key from memory 
when image-reading unit reads the image (the encryption key generated 
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by the encryption key generating means is store in the first) (column 3, 
lines 20-25); and 

vii. A decrypting unit for decrypting the image signal of the image read 
by said image reading unit, with the encryption key read by said memory 
reading unit (and the deciphering means deciphers the information read 
by the information reading means utilizing as decryption key the 
encryption key store in the memory) (column 3, lines 20-25), 

viii. Wherein said image forming unit forms an image based on the 
image signal decrypted by said decrypting unit on another sheet (column 
3, lines 10-25). 

But does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses of a sheet 
(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to include a sheet having one or a plurality of 
memories in the copying machine of Imai . One would have been motivated to 
include a memory card in order to store secure data. 

Claim 3: Imai and Monroe et al disclose a copying machine capable of 
prohibiting illegal copying of document as in claim 1 above. Imai further discloses 
acquiring/creating unit for acquiring or creating information about the image 
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encrypted with the encryption key, wherein said writing unit writes the encryption 
key and the information acquired or created by said information 
acquiring/creating unit into the same memory, or different memories (an 
information writing means for writing, printing, describing, storing information in to 
memory (column 2, lines 20-25 and lines 35-43) and Monroe et al also 
discloses an acquihng unit for acquiring information about the image encrypted 
(column 2, lines 21-44). However, Imai does not explicitly disclose a sheet having 
one or a plurality of memories. Monroe et al discloses a device for encoding 
personalized identification for storage on memory device, which further discloses 
of a sheet (card) having one or a plurality of memories (column 3, lines 52-68 
and figure 2). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to include a sheet having one or a 
plurality of memories in the copying machine of Imai . One would have been 
motivated to include a memory card in order to store secure data, 
a. 

Claims 4, 13: Imai and Monroe et al disclose a copying machine capable of 
prohibiting illegal copying of document as in claims 2 and 12 above, and further 
discloses that the memory reading unit reads the encryption key and information 
about the image encrypted with the encryption key from the same memory, or 
different memories when said image reading unit reads the image (encryption 
key generated by encryption key generating means is stored in the first memory, 
and the deciphering means deciphers the information read by the information 
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reading means) (column 3, lines 20-25), and said image forming apparatus 
further comprises a display unit for displaying the information read by said 
memory reading unit( the storage location in the memory in which the encryption 
key is stored is displayed on the displaying means(column3, lines 50-55). But 
Imai does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses a sheet 
(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to include a sheet having one or a plurality of 
memories in the copying machine of Imai . One would have been motivated to 
include a memory card in order to store secure data. 

5. Claims 5-1 1 , 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Imai (US 5512977) and Monroe et al (US 5268963) in view of Harada et al (US 
20030007640). 

b. Claims 5, 14: Imai and Monroe et disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, and but does not 
explicitly disclose that the reading unit includes the number of times the image 
was formed. However, Harada et al discloses a similar apparatus, which 
includes content storage unit with pre-stores usage condition in correspondence 
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with tlie content (page 1 1 , paragraph 0215). The usage condition is permitted a 
permitted number of playback times. The permitted number of playback times 
imposes limitation on the total number of times that the user is permitted to play 
back the stored content that correspond to the usage condition (page 1 1 
paragraph 0216). The condition storage unit shows (writes) a permitted playback 
(image formed) number of time (page 2, paragraphs 0024, 0214-0240 and figure 
13). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the combined method of Imai and 
Monroe et such as to include the number of times a copy was made in the 
copying machine as taught by Harada et al . One would have been motivated to 
include the number of copy in order to determine when the authorized limit was 
reached. 

Claims 6, 1 5: Imai . Monroe et al and Harada et al disclose an apparatus 
capable of prohibiting illegal copying of file as in claims 5 and 14 above, and 
Harada et al further discloses that the condition storage unit shows (writes) a 
permitted playback (image formed) number of time (page 2, paragraphs 0024, 
0214-0240 and fig 13). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the combined method 
of Imai and Monroe et such as to include the number of times a copy was made 
in the copying machine as taught by Harada et al . One would have been 
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motivated to include the number of copy in order to determine when the 
authorized limit was reached. 



Claims: 7, 16. Imai . Monroe et al and Harada et al disclose an apparatus 
capable of prohibiting illegal copying of file as in claims 6 and 15 above, and Imai 
further discloses that the control circuit accepts input data from the keyboard and 
display necessary data on the display (column 10, lines 55-60). 



Claims 8, 1 7: Imai . Monroe et al and Harada et al disclose an apparatus 
capable of prohibiting illegal copying of file as in claims 5 and 14 above, and 
Harada et al further discloses that the condition storage unit shows (writes) a 
permitted playback (image formed) number of time and a condition judgment unit 
which judges to play back the content only when the number of times of actual 
playback (image formed) of the content by the payback unit (image processing 
unit) is equal to or less than the permitted number of times (page 2, paragraphs 
0024, 0214-0240, and figure 11). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the 
combined method of Imai and Monroe et such as to include the number of times 
a copy was made in the copying machine as taught by Harada et al . One would 
have been motivated to include the number of copy in order to determine when 
the authorized limit was reached. 
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Claims 9, 18: Imai and Monroe et al disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the reading unit includes a period. However 
Harada et al discloses a similar apparatus in which the condition storage unit 
shows a permitted playback (image formed) period and a condition judgment unit 
which judges to determine if the date and time at which the content is to be 
played back by the playback unit is within the permitted playback period and then 
(page 2, paragraphs 24, 243-250 and figure 12). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify the combined method of Imai and Monroe et such as to include a 
predetermined time frame in the copying machine as taught by Harada et al . 
One would have been motivated to define a time period in order to prevent 
unauthorized copy when the limit was reached. 

Claims 10,19: Imai . and Monroe et al disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the identifier read by the memory reading unit 
include the identifier stored in the storing unit. However Harada et al discloses a 
similar apparatus in which the record/playback (image processing) device 
includes a condition storage unit operable to store usage condition information 
(identifiers) showing a permissive condition for use of the content; and a 
condition judgment unit operable to judge whether use of the content is permitted 
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according to the usage condition information (page 1, paragraph 0012). 
Therefore, it would have been obvious to one of ordinary sl^ill in the art at the 
time the invention was made to modify the combined method of Imai and 
Monroe et such as to include an identifier in the copying machine as taught by 
Harada et al . One would have been motivated to include the identifier in order to 
prevent Illegal copying. 

Claims 1 1 , 20: Imai and Monroe et al disclose an apparatus capable of 

prohibiting Illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the code inputted by the input unit and the code 
read by the reading unit are identical. However Harada et al discloses a similar 
apparatus which further discloses the record/playback (image processing) device 
Includes a condition storage unit operable to store usage condition Information 
(Identifiers) showing a permissive condition for use of the content; and a 
condition judgment unit operable to judge whether use of the content is permitted 
according to the usage condition information (page 1, paragraph 0012). In case 
of receiving the read instruction from the Input unit as well the Information 
Indicating of successful authentication from the authentication unit, the control 
unit outputs a storage instruction to the title key-generating unit of the decryption 
unit (page 15, paragraph 0309). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the 
combined method of Imai and Monroe et such as to include a code in the 
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copying macliine as tauglit by Harada et al . One would have been motivated to 
include the code in order to prevent illegal copying. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 GFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 GFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fatoumata Traore whose telephone number is (571) 
270-1685. The examiner can normally be reached Monday through Thursday from 7:00 
a.m. to 4:00 p.m. and every other Friday from 7:30 a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nassar G. Moazzami, can be reached on (571) 272 4195. The fax phone 
number for Formal or Official faxes to Technology Center 2100 is (571 ) 273-8300. Draft 
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or Informal faxes, which will not be entered in the application, may be submitted directly 
to the examiner at (571) 270-2685. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-2100. 

Tuesday, May 27, 2008 



/Nasser G Moazzami/ 

Supervisory Patent Examiner, Art Unit 2136 



